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REMAKKS 

Claims 1-17 arc pending in Ihe application. Claim 1 hns been amended to incorporate the 
limilaiion of claim 4, claim 4 has been canceled, and claims 10 and 1 3-17 have been withdrawn, 
leaving claims 1 -3, 5-9, and 11-12 for consideration upon entry of the present amendment. 
Applicant respcclfully requests reconsideration in view of the auicudmenl and remarks submitted 
Jiercwith. 

Claims 1-3, 5, 8, 11, and 12 stand rejected under 35 U.S.C, § 103(a) as being 
impaienlablc over Tamaki, ct al. (IJS 6,132,198) CTamald") in view of Inaba, ct al. (US 
4,895,505) ("Tnaba*'). Claims 4 and 9 stand rejected under 35 U.S.C- § 103(a) as being 
ui^^atcntable over Tamaki in view of Inaba and further in view of HP 361670. Claim 6 stands 
rejected under 35 U.S.C. § 1 03(a) as being unpatentable over Tamaki. in view of Inaba and 
furlhcr in view of Linearmolorcti LinMot P. Claim 7 stands rejected under 35 U.S,C. § 1 03(a) as 
being unpatentable over Tamaki, in view of Tnaba and further in view of New Linear Motors and 
its applications, 

For an obviousness rcjcclion to be proper, the Examiner must meet the burden of 
establishing that all elements of the invention are disclosed in the prior aat; that the prior lut 
relied upon, coupled with knowledge generally available in the art at the time of the invention, 
niust contain some suggestion or incentive that would have motivated the skilled artisan to 
modify a reference or combine references; iind that the proposed modification of the prior art 
must have had a reasonable expectation of success, determined from the vantage point of the 
skilled artisan at the time the invention was made. In re Fwe, 5 U.S,P.Q.2d 1 596, 1598 (Fed. 
Cir. 19S8); hi Re Wilson, 165 U.S.P.Q. 494. 496 (C.C.P.A. \970)\ Amgen v. Clwgai 
PharniaccuNcals Co., 927 U.S.P.Q.2d 1016. 1023 (Fed. Cir, 1996). 

Even assuming that all elements of an invention are disclosed in the prior art, an 
Examiner cannot establish obviousness by locating references that describe various aspects of a 
patent applicant's invention without also providing evidence of the motivating force which 
^ woulihavQjnipelled one skillcdJn Ihcjarl to do what the patcnt.applicant has douc. Ex pane 
Levengood, 28 U.S.P.Q.2d 1300 (13d. Pat. App. Int. 1993). The references, when viewed by 
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themselves and not in relrospecu must suggest the invention. Jn Re Skoll, 1 87 U.S.P.Q. 48 1 
(CCP.A. 1975). In this case, there is no teaching in the cited art to combine tlie refcicnccs in an 
attempt to produce the claimed invention and in fact, the references teach uway from such 
combination. 

Additionally, tho MPEP states that *Tlic proposed modification cannot render the prior 
art unsatisfactory for its intended puq^ose" and that "Tlio proposed modification cannot change 
thoprinciplcof operation of a reference." MPEP §2143.01. 

As explained above, claim 1 has been amended to include the limitation of claim 4, which 
includes a third cylinder. The Examiner states that Tamaki and Liaba teach all of the limitations 
of claim 4, except the third cylinder. Thus, rcspcctftilly, the applicant has traversed the rejection 
with regards to claims 1-3, 5, 8, U, and 12. 

The Examiner asserts that Tamaki as modi (led by Tnaba uses a magnet and stator 
cc)mbination made up of two cylinders, and that using a magnet and stator combination made up 
of three cylinders to provide reciprocal motion is well known in view of HP 361670, Applicant 
respectfully traverses. The electromagnetic actuator described in BP 361670 is a passively acting 
actuator. The actuator in EP 361670 must produce a constant force to minimi/^e deviation of a 
cylinder oat of a middle position. However, the electric drive units in tlie instant invention 
cannot have such a force restricting the rotor from moving out of a middle position. Tlie purpose 
of the electric drive units in the instant invention is to move the rotor such that it will bo 
employed as a driving force, for instance for an injection means. Thus, because EP 361 670 
teaches a actuator that minimizes the deviation of a cylinder, in other words the actuator is acting 
as a damper, and because Tamaki and Inaba both teach drive units (not dampers), it is clear that 
there is no suggestion to combine the teachings of EP 361670's damper with the drive units of 
Tamaki and Tnabiu 

Additionally, EP 361670 requires several relay brushes 80b, ground brushes 80c and 
control drive brushes 80a which are used to control the reaction of the magnetic flux when the 
- magnets 58 arc movcd-from a-middio position.. -Such an arrangement would present considerable 
problems with respect to a linear motor as taught in Tamaki and Tnaba, because the brushes 80 
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woLikl start cogging the linear motor and provide otiier problems with accurate positioning of the 
linear motor, Thiii, therefore, is another reason why there is no suggestion to combine CP 
361670 with the linear motors of Tamaki and Inaba. 

RP 361670 if coml^ined vvilh Tamaki would change the principle ofopcratioii of the 
Tamaki reference in violation of MPEP 2143,01 . EP 361670 stats that "the actuator assembly of 
the present invention is designed to provide the desired restorative forces w ith less magnetic 
mfilcrial and less current than that provided by the t>pc of stmt assembly sliown in ihc prior art 
application..." EP 361670 at column 6, lines 37-41 (emphasis added by Ibis author). The 
desired restorative forces refer to the fact thai EP 361670 teaches a damping mechanism, thai • 
seeks to restore a cylinder to a middle position. However, Tamaki requires a driving force, to 
move a moveable platen 28. tf a restorative force was to be used, then the movenienis of the 
moveable platon 28 would be minimi/cd by tho restorative force. ITius^ the principle of 
operation would be changed if EP 361670 were combined with Tamaki, and tho proposed 
modification would render Tamaki unsatisfactory for its intended puq^ose. 

Thus, because there is no suggestion to combine EP 361670 with Tamaki, the proposed 
niodincatlon would render Tajnaki unsatisfactory for its intended puipose, and that the proposed 
modification would change the principle of operation of Tamaki, applicants respectfully request 
that the rejections as to claim 4 and 9 under 35 U.S.C- § 103(a) be withdrawn. 

Claim 6 includes all of the limitations of claim 1 . As explained above, Tamaki and Inaba 
do i^ot teach all of the limitations of currently amended claim 1 , which now inc]u<les the 
limitations of now cancelled claim 4. Moreover, Lincarmotoren LinMot P, does not cure the 
deiiciencics of Tamaki and hiaba because Lincarmotoren LinMot P. docs not show the use of a 
tliird cylinder. Accordingly) Applicants rcspcctfiilly request that tlic rejection as to claim 6 under 
35 U.S.C. § 103(a) bo withdrawn. 

Similarly , claim 7 includes all of the lirnitalions of claim 1, and as explained above, 
Tamaki and Inaba do not teach all of the limitations of currently amended claim 1. Additionally, 
New Linear Motors docs not cure the deficiencies of Tamaki and Inaba because New Linear 
Motors does not teach or show the use of a third cylinder. Accordingly, applicants respectfully 
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reciiiesl thai the rejection as to claim 7 under 35 U.S.C. § 103(a) be withdrawn. 

In view of the foregoing, il is respectfully submitted tlial the instant application is in 
condition for allowance. Accordingly, it is respectfully requested that this application be allowed 
(UiO a Notice of Allowance issued. If the Uxaminer believes that a telephone conference with 
Applicant's allorncys would be advantageous to the disposition of this case, the Examiner is 
cordially requested to telephone the undersigned. 

In tlic event the Connnissioner of Patents and Trademarks deems addhional fees to be due 
in connection with this application, Applicant's attorney hereby authorizes that such fee be 
charged to Deposit Account No. 06-1130. 



Respectfully submitted, 




Michael A. Blake 
Registration No. 42,333 
CANTOR COLBURN LI.P 
55 Griffin Road South 
Bloomfield, CT 06002 
Telephone (860) 286-2929 
Facsimile (860)286-0115 
Customer No. 23413 
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